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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )IEI Responsive to communication(s) filed on 2/17/2004 , 
2a)n This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 . 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed, 

6) S Claim(s) 1-20 is/are reiected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

10)S The drawing(s) filed on 23 June 2004 is/are: a)n accepted or b)S objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held In abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the conrection Is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomn PTO-152. 

Priority under 35 U.S.C. § 119 

12)n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachnient(s) 

1 ) 13 Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Dale. . 

3) S Infomiation Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mall Date tjO^/l^gBL 6) □ Other: . 
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DETAILED ACTION 



Drawings 

The drawings are objected to because the applicant did not amend and re-submit the 
figures to coincide with specification, thus information provided within the "Description of 
Drawings" and "Detailed Description" is inconsistent with the actual figures. Conrected 
drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to the Office 
action to avoid abandonment of the application. Any amended replacement-drawing 
sheet should include all of the figures appearing on the immediate prior version of the 
sheet, even if only one figure is being amended. The figure or figure number of an 
amended drawing should not be labeled as "amended." If a drawing figure is to be 
canceled, the appropriate figure must be removed from the replacement sheet, and 
where necessary, the remaining figures must be renumbered and appropriate changes 
made to the brief description of the several views of the drawings for consistency. 
Additional replacement sheets may be necessary to show the renumbering of the 
remaining figures. Each drawing sheet submitted after the filing date of an application 
must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1.121(d). If the examiner does not accept the changes, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 
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Specification 

The disclosure is objected to because of the following informalities: On page 5, line 27; 
the word "the" should be omitted. Appropriate correction is required. 

Claim Rejections - 35 USC §112 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 14-20 are rejected under 35 U.S.C. 112. first paragraph, as failing to comply with 
the enablement requirement. The claims contain subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it Is most nearly connected, to make and/or use the Invention. 
Claim 14 claims a "generally parallelipepal first structure." The word "parallelipepal" is 
not a word, nor is it specifically defined in the disclosure. Without a formal definition, 
one of ordinary skill in the art cannot discern how to construct such a structure, or if the 
structure is even feasible to construct. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over Swartz 
(5845441 ) in view of Lockwood (6854928). Swartz claims a pre-manufactured portable 
concrete structure comprising a floor, wall, and ceiling member detachable from one 
another (Swartz, Claims 1 and 11). It does not however disclose the use of a compliant, 
or protective, pad. 

Lockwood discloses a rubber pad (44) between support structures (Column 2, 
line 41 ). It would be obvious to a person of ordinary skill in the art to have a 
protective (rubber) pad between adjacent concrete members, like that disclosed 
in Lockwood, to protect the members from damage during movement. 

It is further noted, for Claim 2, that it has been held to be within the general skill of a 
worker in the art to select a known material on the basis of its suitability for the intended 
use as a matter of obvious design choice (In re Leshin, 125 USPQ 416). It is well 
known within the art that synthetic rubber significantly absorbs shock from movement 
and thus placing it between concrete members to prevent damage would be obvious. 

In response to applicant's claim that the structure of Claim 1 can serve as a school 
classroom, an apartment unit, or an office space (Claims 11-13), a recitation of intended 
use of the claimed invention must result in a structural difference between the claimed 
invention and the prior art in order to patentably distinguish the claimed invention from 
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the prior art. If the prior art structure is capable of performing the intended use, then it 
meets the claim. The invention claimed in Swartz could be exercised for any of the 
intended uses claimed by the applicant in Claims 11-13. 

Regarding claim 3, and the limitation of "a channeled layer attached to the floor and 
ceiling members," this same structure, defined as "interconnecting conduits," is 
disclosed in column 8, lines 19-24 of Swartz. Swartz also continues, Figures 10 and 1 1 
(represented below) show "common means that typifies the inclusion of electrical, 
water, and sewage lines within and throughout the structure of the concrete house." 
The "common means" encompasses all conduits, openings, or channels for utilities to 
run through. 




FIG« lO 

Regarding claim 4, the stmcture of Swartz combined with Lockwood as 
described above is considered a "composite system." 
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Regarding claim 5, the stmcture of Swartz combined with Lockwood as 
described above is considered "adapted to detachably engage" a second building 
module. It is well known in the art that one of ordinary skill could bolt two building 
modules to one another. 

Regarding claim 9, the structure of Swartz combined with Lockwood as 
described above is considered "adapted for attachment to a preexisting 
structure." It is well known in the art that one of ordinary skill could bolt the 
building module to a preexisting structure. 

Claims 6 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Swartz 
(5845441 ) and Lockwood (6854928) in view of Fisher (405021 3). It is well known in 
the art of building construction that removing a roof to add a second level is 
commonplace, thus it would be obvious to one of ordinary skill in the art to use the 
illustrations of Fisher (below) in conjunction with the disclosures of Swartz and 
Lockwood (described above) to arrive at the claimed material in claims 6 and 7. 
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FIG. 5 



Figure 5 of Fislier showing means for detachably engaging the structure to another. 

(i.e. rod, screw, and nut) 
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Figure 1 of Fisher sliowing structures connected horizontally and stacked vertically! 

Regarding claim 8, Swartz discloses in column 8, lines 21-30, "...interconnecting 
conduits (134) join at connecting walls, floor/foundation (22) or ceiling roof sections..." 
This reads directly on a "conduit extending through the members" claimed in claim 8 of 
the application. The claimed "conduit" of claim 8 would also be considered obvious to 
one of ordinary skill In the art as stated in Swartz (column 8, lines 14-16), "common 
means that typifies the inclusion of electrical, water, and sewage lines within and 
throughout the structure of the concrete house." 
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Regarding claim 10, Swartz reveals in the drawings (91) and disclosure a 'final paint 
coat system." This classifies, to a person of ordinary skill in the art, as an "exterior 
fagade surface." 




Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Menke 
(5265384) in view of Swartz (5845441 ) and Hoffman (6094873). Menke claims a "pre- 
fabricated living quarters structure to be received within an existing building." Menke, 
however, does not teach a pre-fabricated concrete structure. 

Swartz claims a pre-manufactured portable concrete structure comprising a floor, 
wall, and ceiling member detachable from one another (Claims 1 and 1 1 ), 
reinforced with rebar (Figure 8, label 120), and a channeled layer or conduit. It 
would be obvious to one of ordinary skill in the art to combine pre-fabricated 
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. living quarters of Menke with the portable concrete structure of Swartz because 
concrete structures are stronger and are produced in bulk more easily. Swartz 
does not teach a connecting layer composed of neoprene pads. It is, however, 
well known in the art to use neoprene pads to reduce damage from earthquakes 
or sudden movements (Hoffman. Claim 7). It would be obvious to one of 
ordinary skill in the art to use neoprene pads in the connecting layer if the 
connecting layer were to be used in conjunction with moving the structure. 

It is further noted, for Claim 15, that it has been held to be within the general skill of a 
worker in the art to select a known material on the basis of its suitability for the intended 
use as a matter of obvious design choice (In re Leshin. 125 USPQ 416). It is well 
known within the art that synthetic rubber significantly absorbs shock from movement 
and thus placing it between concrete members to prevent damage would be obvious. 

Regarding claim 16, and the limitation of "a channeled layer attached to the floor and 
ceiling members," this same structure, defined as "interconnecting conduits." is 
disclosed in column 8, lines 19-24 of Swartz. Swartz also continues, Figures 10 and 11 
(represented above) show "common means that typifies the inclusion of electrical, 
water, and sewage lines within and throughout the structure of the concrete house." 
The "common means" encompasses all conduits, openings, or channels for utilities to 
run through. 
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Regarding claim 17, the structure as described above is considered "adapted to 
detachably engage" a second building module. It is well known in the art that one of 
ordinary skill could bolt two building modules to one another. 

Claims 18 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Menke (5265384) in view of Swartz (5845441 ) and Fisher (405021 3). It is well known 
in the art of building construction that removing a roof to add a second level is 
commonplace, thus it would be obvious to one of ordinary skill in the art to use the 
illustrations of Fisher (above) in conjunction with the disclosures of Menke and Swartz 
(described above) to arrive at the claimed material in claims 18 and 19. 

Regarding claim 20, Swartz discloses in column 8, lines 21-30, "...interconnecting 
conduits (134) join at connecting walls, floor/foundation (22) or ceiling roof sections..." 
This reads directly on a "conduit extending through the members" claimed in claim 20 of 
the application. The claimed "conduit" of claim 20 would also be considered obvious to 
one of ordinary skill in the art as stated in Swartz (column 8, lines 14-16), "common 
means that typifies the inclusion of electrical, water, and sewage lines within and 
throughout the structure of the concrete house." 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. De Cosse (US Patent 6233891 B1) teaches a prefabricated building system 
for constmcting a building structure. Faerber (US Patent 3460307) teaches a method of 
constructing buildings from a multiplicity of individual modules. Carver (US Patent 
6085479) teaches premanufactured structural building panels. Jastrzebski (US Patent 
4015377) teaches a collapsible multilevel building. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark R. Wendell whose telephone number is (571) 270- 
3245. The examiner can normally be reached on Mon-Fri, 7:30AM-5PM, Alt. Fri off, 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Victor Batson can be reached on (571 ) 272-6987. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Victor Batson 

Supervisory Patent Examiner 
Art Unit 3609 
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April 30. 2007 



